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DETAILED ACTION 

Request for Continued Examination 
A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 10/12/06 has been entered. 
Claims 231-237, 239-240, 243-279 are pending in this application. 
Claims 1-230, 238, 241-242, and 280-319 have been canceled. 

Claim Objections 

1. Claim 277 is objected to because of the following informalities: 

In claim 277, the recitation "said passive device is not over said first die" is still unclear. Since 
independent claim 23 1 recites "a first die having a top surface at a horizontal lever and "a passive 
device over said horizontal leveT\ the passive device "644", as shown in Fig. 6, is appeared to be over 
the top surface of the die "620". To clarify such confusion, the recitation should be changed to said 
passive device is not directly over said first die-. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this 
country, more than one year prior to the date of application for patent in the United States. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed in the 
United States before the invention by the applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an application filed 
in the United States only if the international application designated the United States and was published under Article 
21(2) of such treaty in the English language. 

3. Claims 231, 232, 239-240, 243, 247, 251, 259-260, 264-265, 267-270, and 278-279 are rejected 
under 35 U.S.C. 102(b) as being anticipated by Eichelberger (6,159,767 of record). 

The figures and reference numbers referred to in this office action are used merely to indicate an 
example of a specific teaching and are not to be taken as limiting. 

Regarding claims 231, 232, 243, 247, 251, 259-260, 264-265, 267-270, and 278-279, 
Eichelberger (see specifically figures 5-6) discloses a circuitry component comprising: a 
plurality of dies (102) having conductive pads (107) on a top surface, which is at a horizontal 
level (103'); a bottommost metal layer (110, see Fig. 5e) over the horizontal level and extending 
to a place not over one of the dies (102) (if the left die 102 in Fig. 6 is considered as the claimed 
first die), wherein the bottommost metal layer (110) comprises a portion connecting to the 
internal circuits of the die (102) via pads (107), electronic component (220) over the horizontal 
level. Since Eichelberger defines chips (102) as being "active IC chips" (Col. 12, line 2, line 11, 
and line 15+), the electronic component (220) connected to the active chips (102) is considered 
as a passive device (not active device); a substrate (210) joined with the die (102) and being 
under the horizontal level (see Fig. 6). Eichelberger further discloses an insulating layer (106) 
between the bottommost metal layer (110) and the horizontal level (103'); another insulating 
layer (106) over the bottommost metal layer (110) and between the electronic component (220), 
which is considered as passive device, and the horizontal level (103'); a film layer (104) of 
UVE-1006 (considered as epoxy) around the die (102) having a surface coplanar with an active 
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surface of the die (102). Eichelberger further discloses at least a bump (152/154) (see figures 5g- 
5h) comprising solder or gold (Col. 11, lines 35+). 

Regarding claims 239-240, Eichelberger discloses the claimed invention as detailed 
above except for the process of forming the substrate (e.g., "forming the substrate comprising 
pressing or injection molding). 

Although Eichelberger does not specifying the process of forming the substrate as 
applicant claimed, this limitation is taken to be a product by process limitation, and it is the 
patentability of the claimed product and not of recited process steps, which must be established. 
Therefore, when the prior art discloses a product, which reasonably appears to be identical with 
or only slightly different than the product claimed in a product-by process claim, a rejection 
based on sections 102 or 103 is fair. A product by process claim directed to the product per se, 
no matter how actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). See In re Fessman , 
180 USPQ 324,326(CCPA 1974); In re Marosi et aL 218 USPQ 289,292 (Fed. Cir. 1983); and 
particularly In re Thorpe , 227 USPQ 964,966 (Fed. Cir. 1985), all of which make it clear that it 
is the patentability of the final structure of the product "gleaned" from the process steps, which 
must be determined in a "product by process " claim, and not the patentability of the process. See 
also MPEP 2113. Moreover, an old or obvious product produced by a new method is not a 
patentable product, whether claim in "product by process" claim or not. 
4. Claims 231-232, 236, 239-240, 243-244, 247-248, 251-252, 255-256, 259-260, 264, 271-273, 
and 277-279 are rejected under 35 U.S.C. 102(b) as being anticipated by Saia et al (5,874,770 of record). 

The figures and reference numbers referred to in this office action are used merely to indicate an 
example of a specific teaching and are not to be taken as limiting. 
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Regarding claims 231-232, 236, 243-244, 247-248, 251-252, 255-256, 259-260, 264, 
271-273, and 277-279, Saia et al (see specifically figures see specifically figures 7-8 and 11-12) 


Omaritor 37 


Bottommost metal laver 


SSL 



Resistor 7R 


InHiir.tor 33 


Die 44 


disclose an electric component comprising: a plurality of dies (44) (Col. 7, lines 9+) having 
conductive pads (46) on a top surface, which is at a horizontal level; a bottommost metal layer 
(e.g., the metal layer portions formed on the insulation layer 40 and having other portions 47-48- 
52 extended to chip pads 46 of die 44, interconnect area 38, and capacitor 37, respectively, see 
figures 7-8 and figure 12 attached above) over the horizontal level and extending to a place not 
over the die (44); passive devices including resistor (28), capacitor (37), and inductor (33) 
electrically connected to the integrated circuit die (see figures 7 and 12, Col. 6, lines 30-64); a 
substrate (45) made of plastic joined with the die (44) and being under the horizontal level (see 
Fig. 6 and Fig. 12 attached above); an insulating layer (40) made of polyimide (Col. 7, lines 1+) 
between the bottommost metal layer and the horizontal level; another insulating layer (54) made 
of polyimide (Col. 7, lines 66+ and Col. 8, lines 1-8) over the bottommost metal layer, another 
insulating layer (42) made of thermoplastic, polymer, or polyimide (Col. 7, lines 13+) between 
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the passive device and the horizontal level. Noted that Saia et al. also disclose the method of 
forming the metallization layers on each of insulation layers and the metallization layers have 
portions extending through the vias to coupled the other metallization layers, other passive 
devices and die (Col. 4, line 58 to Col. 8, line 18). 

Regarding claims 239-240, Saia et al, discloses the claimed invention as detailed above 
except for specifying the process (e.g., pressing, or injection molding) of making the substrate. 

Although Saia et al does not teach the process of forming the substrate, this limitation is 
taken to be a product by process limitation, and it is the patentability of the claimed product and 
not of recited process steps, which must be established. Therefore, when the prior art discloses a 
product, which reasonably appears to be identical with or only slightly different than the product 
claimed in a product-by process claim, a rejection based on sections 102 or 103 is fair. A product 
by process claim directed to the product per se, no matter how actually made, In re Hirao, 190 
USPQ 15 at 17 (footnote 3). See In re Fessman , 180 USPQ 324,326(CCPA 1974); In re Marosi 
et al .. 218 USPQ 289,292 (Fed. Cir. 1983); and particularly In re Thorpe , 227 USPQ 964,966 
(Fed. Cir. 1985), all of which make it clear that it is the patentability of the final structure of the 
product "gleaned" from the process steps, which must be determined in a "product by process " 
claim, and not the patentability of the process. See also MPEP 2113. Moreover, an old or 
obvious product produced by a new method is not a patentable product, whether claim in 
"product by process" claim or not. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 233-237, 244-246, 248-250, 252-254 and 266 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Eichelberger (6,159,767 of record) in view of Foster et al. (6,603,072 of record) 
and/or Yuyama et al. (6,620,513 of record). 

Regarding claims 233-237, 244-246, 248-250, 252-254, and 266, Eichelberger discloses 
the claimed invention as detailed above except for specifying the dielectric materials (e.g., 
polyimide, polymer, resin, or plastic) of the substrate or of the insulating layer above the die. 

The claimed material, such as polyimide, polymer, resin, or plastic, are known and 
commonly used in the art for making a substrate or insulating layers of a printed circuit board as 
disclosed by Foster et al. (Col. 2, lines 64+) and/or Yuyama et al. (Col. 1, lines 11+). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to select a known material (e.g., polyimide, polymer, resin, or plastic) for forming the 
insulating layers in the printed circuit board or forming the substrate in Eichelberger component 
since such materials provide good insulation and low cost. The further citation in claims 245- 
246, 249-250, 253-254, and 266 regarding insulation or dielectric materials of making the 
substrate (e.g., printed circuit board) or insulating layers of a printed circuit board would have 
also been obvious for similar reasons set forth above. 

7. Claims 261-263 and 271-276 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Eichelberger (6,159,767 of record). 
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Regarding claims 261-263, Eichelberger discloses the claimed invention as detailed 
above except for specifying the function of the "metal layer connected to the die" (e.g., to 
transmit a signal, provide a power voltage, or provide a ground voltage). 

Although Eichelberger does not specify the function of the metal layer connected to the 
die, it would have been inherently included, however, if not, it would have been obvious for the 
metal layer connected to the die for transmitting a signal, provide a power voltage, or a ground 
voltage for the die to function as intended. 

Regarding claims 271-276, Eichelberger discloses the claimed invention as 
detailed above except for specifying the passive device comprising a capacitor, a resistor, 
an inductor, a filter, a waveguide, or a micro electronic mechanical sensor (MEMS). 

Eichelberger, however, does disclose: 

the lower surfaces of chips 102 as rej^iired. Finally, surface 
mount electronic components 220 can be added on both 
sides of structure 200 for mixed signals applications. This 
maximizes the number of components 220 which can be 
is close to any active IC chips, and minimizes the overall 
volume required for a given interconnect structure, 

Thus, it would have been obvious to one of ordinary skill in the art to recognize that 
"electronic components", as disclosed by Eichelberger, means any passive devices, such 
as been capacitor, resistor, inductor, filter, waveguide, or micro electronic mechanical 
sensor, which are added to both side of structure (200) (see Fig. 6) and connected to the 
active IC chips for mixed signals applications. Moreover, Applicant's claimed structures 
in claims 271-276 do not distinguish over the Eichelberger electric component and it has 
been held that a recitation (e.g., a capacitor, a resistor, an inductor, a waveguide, a filter, 
or a MEMS) with respect to the manner in which a claimed apparatus is intended to be 
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employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex Parte Masham, 2 USPQ R2d 1647 
(1987). 

Therefore, it would have been obvious to one of ordinary skill in the art to have 
Eichelberger device structure to include active and passive components comprising at least a 
capacitor, a resistor, an inductor, a waveguide, a filter, or a MEMS as claimed, since such 
employed components do not differentiate the claimed apparatus from Eichelberger device 
structure. 

8. Claims 233-235, 237, 245-246, 249-250, 253-254, and 257-258 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Saia et al (5,874,770 of record) in view of Foster et al. 
(6,603,072 of record) and/or Yuyama et al. (6,620,513 of record). 

Regarding claims 233-235, 237, 245-246, 249-250, 253-254, and 257-258, Saia et al 
discloses the claimed invention as detailed above except for specifying the materials (e.g., 
polyimide, polymer, resin or thermosetting plastic) making the substrate or the insulating layer 
between the metal circuit above the die. 

However, the claimed material, such as polyimide, polymer, resin, or thermosetting 
plastic, are known and commonly used in the art for making a substrate or insulating layers of a 
printed circuit board as disclosed by Foster et al. (Col. 2, lines 64+) and/or by Yuyama et al. 
(Col. 1, lines 11+). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to select a known material (e.g., polyimide, polymer, resin, or thermosetting plastic) 
for forming the insulating layers in the printed circuit board or the substrate of Saia et al 
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component since such materials provide good insulation and low cost. The further citation in 
claims 245-246, 249-250, and 253-254, regarding materials of making the substrate (e.g., the 
circuit board) or insulating layers of the circuit board above the die would have also been 
obvious for similar reasons set forth above. 

9. Claims 261-263 and 274-276 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Saia et al (5,874,770 of record). 

Regarding claims 261-263, Saia et al discloses the claimed invention as detailed above 
except for specifying a function of the "metal layer connected to the die" (e.g., to transmit a 
signal, provide a power voltage, or provide a ground voltage). Although Saia et al does not 
specify the function of the metal layer connected to the die, it would have been inherently 
included, however, if not, it would have been obvious for the metal layer connected to the die for 
transmitting a signal, provide a power voltage, or a ground voltage for the die to function as 
intended. 

Regarding claims 274-276, Saia et al discloses the claimed invention as detailed 
above except for specifying the passive device comprising a filter, a waveguide, or a 
micro electronic mechanical sensor (MEMS). 

Applicant's claimed structures in claims 274-276 do not distinguish over the Saia 
et al electric component and it has been held that a recitation (e.g., a waveguide, a filter, 
or a MEMS) with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex Parte Masham, 2 USPQ F.2d 1647 
(1987). 
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Therefore, it would have been obvious to one of ordinary skill in the art to have 
Saia et al device structure to include active and passive components comprising at least a 
waveguide, a filter, or a MEMS as claimed, since such employed components do not 
differentiate the claimed apparatus from Saia et al device structure. 
14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Luan Thai whose telephone number is 571-272-1935. The 
examiner can normally be reached on 8:00 AM - 4:30 PM, Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bradley W. Baumeister can be reached on 571-272-1722. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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